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closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 
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1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
appUcation claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F,2d 887, 225 
USPQ 645 (Fed Cir. 1985); In re Van Omum, 686 R2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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2. Claims 1-5 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1 1-22 of U.S. Patent No. 6,515,125 in view of Oertel (page 
90). 

The claims of U.S Patent 6,515,125 are drawn to storage stable prepolymers containing a 
mixed trimer of toluene diisocyanate and a polyisocyanate of the diphenylmethane series, 
wherein the prepolymer contains a NCO group content that meets applicants' claimed NCO 
group content and is produced from isocyanate reactants and hydroxy- functional reactants that 
meet those of appHcants. The claims of U. S. Patent 6,515,125 differ from the claims of the 
instant appKcation in that the claims of the patent fail to recite the presence of allophanate 
groups; however, the position is taken that the patent's claims encompass products that contain 
allophanate groups and processes wherein allophanate products are produced, because the 
process of the claims yielding the aforementioned products encompasses reaction conditions that 
yield allophanate groups. The specification of the patent clearly recites at column 8, lines 23 and 
24 that the tenq)erature at which the hydroxy- functional reactant is reacted may be 120°C, and it 
is noted that Oertel clearly teaches that allophanates may be produced in the absence of a catalyst 
at temperatures of about 120°C. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. . 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth 'in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-5 are rejected under 35 U.S.C. 102(a or e) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Slack et al. ('125), in view of Oertel (page 

90). 

Slack et al disclose storage stable pfepolymers containing a mixed trimer of toluene 
diisocyanate and a polyisocyanate of the diphenylmethane series, wherein the prepolymer 
contains a NCO group content that meets appUcants' claimed NCO group content and is 
produced from isocyanate reactants and hydroxy-functional reactants that meet those of 
appHcants. Slack et al. fail to recite the presence of allophanate groups; however, the position is 
taken that Slack et al. encompass products that contain allophanate groups and processes wherein 
allophanate products are produced, because the process yielding the aforementioned products 
encompasses reaction conditions that yield allophanate groups. The specification of the patent 
clearly recites at column 8, Unes 23 and 24 that the temperature at which the hydroxy-functional 
reactant is reacted may be UO^'C, and it is noted that Oertel clearly teaches that allophanates may 
be produced in the absence of a catalyst at temperatures of about 120°C, Therefore, the position 
is taken that the process of Slack et al., even in the absence of a catalyst, operates under 
temperature conditions wherein the resulting products inherently contain allophanate groups. 
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5. Alternatively, even if not rising to the level of anticipation, the position is taken that it 
would have been obvious to incorporate allophanate groups for their art recognized functions and 
advantages into Slack et al. simply by operating at the upper end of the aforementioned disclosed 
temperature range, in view of the aforementioned disclosure within Oertel 

6. The examiner has considered applicants' arguments. As a resuh, the obviousness-type 
double patenting rejection and the prior art rejection have been withdrawn with respect to the 
process claims, in view of applicants' argument that Slack et al. does not teach trimerization in 
the presence of a hydroxyl-group containing compound. However, the rejections have been 
maintained with respect to the product claims; it is by no means clear that applicants' product 
claims are distinguished from Slack et al.'s reaction product of the partially trimerized 
polyisocyanates and the hydroxyl-group containing compound, because Slack et al.'s reaction 
product can be fairly viewed as "the partial trimerization . . . product" (language of applicants' 
claim 1) of components (I)(A), (I)(B), and (11) (corresponding to appUcants' components (A), 
(B), and (C)). It is not seen that there is any substantial requirement within applicants' claims 
that definitively require the trimerization to occur in the presence of the hydroxyl-group 
containing compound, because the claim has not been drafted as a product by process claim. 
Furthermore, even if the claims were drafted as a product by process claims, applicants have not 
established that the aforementioned respective products are patentably distinct. It is noted that 
appUcants' claimed NCO content and the NCO content of the aforementioned Slack et al. 
reaction product overlap. 
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7. The examiner's position concerning the catalyst issue has been taken in view of the 
teachings within Slack et al. and applicants' arguments within page 12 of the response of May 8, 
2006. 

8. TfflS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication shpuld be directed to R. Sergent at telephone 
number (571) 272-1079. 



RABON SERGENT 
PRIMARY EXAMINER 




R. Sergent 
January 20, 2007 



